•08/29/05 MON 12:03 FAX 202 404 7380 NRL CODE 1008.2 PATENTS 



@021 



Application No. 10/817.4.16 
Attorney's Docket No. NC 95.855 

Page 18 

REMARKS 

Duplicate claim 40 has been renumbered as new claim 54, and new claims 55-59 are 
presented. Claims 1 - 59 are pending. 

Minor changes to several of the claims have been made to address grammatical 
informalities, antecedent basis issues, and other minor matters, not intended to distinguish 
over any references. 
IDS 

The Examiner is thanked for noting that the third page of the originally filed PTO-SB- 
08 is missing from the file. Kindly find enclosed the third sheet of the PTOSB-08 requested 
by the Examiner, updated to show the serial number, group art unit, and Examinees name. 
As the three documents listed on this page of the PTO-SB-08 were previously submitted and 
are part of the PAIR electronic file, duplicate copies of these documents are not enclosed. 

Should the $180.00 fee for an Information Disclosure Statement submitted after the 
first Office Action on the Merits but before a final Office Action be required under 37 CFR 
1.1 7(p), kindly charge this fee to Deposit Account No. 50-0281. 
Allowable claims 

The Examiner is thanked for the indication that Claims 1 8 and 19 are directed to 
allowable subject matter. 
Rejections under 35 U.S.C. S 103(a) 



PACE 21/28 * RCVD AT 8/29/2005 1 1 :57:39 AM [Eastern Daylight Time] ■ SVR:USF»TO-EFXRF-6/26 * DN1S:2738300 • CSID:202 404 7380 * DURATION <mm<ss): 08-48 



08/29/05 MON 12:03 FAX 202 404 7380 



NRL CODE 1008.2 PATENTS 



@022 



Application No. 10/817.416 
Attorney's Docket No. NC 95.855 

Page 19 

Page 2 of the Office Action set forth a rejection of independent claim 1, and 
dependent claims 2-9, 14-16, 23-31, and 50-53 as being obvious under 35 U.S.C. § 103(a) in 
view of a hypothetical combination of U.S. Patent No. 5,437,051 to Oto and U.S. Patent No. 
6,345,176 to Mattison. 

Applicants respectfully traverse this rejection and provide the following comments. 

Claim 1 is directed to a superheterodyne receiver suitable receiving RF energy in an 
upper frequency band and a lower frequency band and for translating the received RF energy 
to an output frequency. The receiver includes at least one attenuator for attenuating the 
received RF energy; a first mixer arranged for mixing the RF energy in the lower frequency 
band with a first local oscillator signal to produce a signal at a first intermediate frequency; a 
second mixer arranged for mixing the RF energy in the upper frequency band with the first 
local oscillator signal to produce a signal at a second intermediate frequency; a switch 
arranged to direct the first local oscillator signal to the first mixer or to the second mixer; and 
a third mixer for mixing a second local oscillator signal with the signal at the first 
intermediate frequency or with the signal at the second intermediate frequency to produce a 
signal at the output frequency. 

Oto discloses a tuning circuit suitable for receiving RF signals in a broad frequency 
band including communication signal frequencies, lower broadcast signal frequencies, and 
CATV frequencies. The received RF signals are split into a lower frequency signal a and a 
higher frequency signal b. Each of the signals is passed through an amplifier, attenuator, 
amplifier, filter, and mixer. (Column 3, line 64 - column 5, line 12 and Figure 3). As Oto 
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does not disclose any mechanism for powering-off the amplifiers, it appears that the high 
frequency and low frequency signals pass through the components in channels A and B, 
respectively, whenever signal is received by the antenna. The Oto selector 56 allows the user 
to select which IF signal is applied to the downstream components (IF amplifier 26, the filter 
28, the amplifier 30, and the demodulator 60) (Column 4, line 61 - column 5, line 1 1). Thus, 
low frequency and the high frequency portions of the received signals are simultaneously 
transmitted through the respective channels A and B, with the user selecting which of the two 
resulting IF signals should be forwarded to the downstream components. 

The Office Action acknowledges that Oto does not include the claimed feature of a 
switch arranged to direct a local oscillator signal to a first mixer or a second mixer. The 
Office Action points to Mattison as having this feature, and asserts that one of ordinary skill 
in the art would have been motivated to modify Oto to include a switch such as the switch 6 
in Mattison for the purpose of "reducing power consumption". Applicants respectfully 
disagree. 

Mattison describes a radio front end circuit that has a switch 6 that sends the incoming 
signal through low noise components 1 and 10 if the signal strength is low or the interference 
is low (Column 2, lines 30-36). When the signal strength is high, the low noise components 
are not needed, so the switch 6 disconnects the mixer 4 so the low noise amplifier 1 does not 
consume any power (Column 2, lines 37-40). The low noise components result in high power 
consumption (Column 52, lines 50-52). Thus, it appears that the IF signal received by the 



PAGE 23/28 * RCVD AT 8729/2005 1 1:57:39 AM [Eastern Daylight Time] - GVR:USPTO-€FXRF*6/2fi ■ DNJS:2738300 ■ CSID:202 404 7380 * DURATION <mm-ss>:08*8 



108/29/05 MON 12:04 FAX 202 404 7380 



NRL CODE 1008.2 PATENTS 



(2)024 



Application No. 10/817.416 
Attorney's Docket No. NC 95,&55 

Page 21 

antenna is amplified in the low noise amplifier 10 or the low current amplifier 1 1 , but not 
both. 

Applicants respectfully submit that neither Oto nor Mattison provide any motivation 
to make the proposed modification to the system of Oto. 

As mentioned above, in Mattison, switching the low noise amplifier 10 off is done 
based on the signal strength or interference level of the incoming signal from the antenna. 
Mattison discloses nothing about any desirability of reducing power consumption or turning 
off amplifiers in a system that has parallel channels for high frequencies and for low 
frequencies with a user-selection of which signal should be forwarded for further processing, 
such as the system in Oto. Nor does Oto indicate that turning off any of the amplifiers would 
be desirable. Thus, motivation to make the suggested combination cannot be found in either 
Mattison or Oto. 

For at least this reason, a prima facie case of obviousness has not been established. 

Withdrawal of the rejection of independent claim 1 is respectfully requested. 

Dependent claims 2-9, 14-16, 23-29, are believed to be allowable for at least the same 
reason that Claim 1 is allowable. Nonetheless, a few comments are provided regarding 
several dependent claims in order to expedite prosecution. 

Dependent Claim 15 recites the additional features that the receiver has no filter 
and no amplifier between the input and the first mixer, and the receiver has no filter and no 
amplifier between the input and the second mixer. The Office Action acknowledges that 



PAGE 24/28 ■ RCVD AT 8/29/2005 1 1 :S7:30 AM [Eastern Daylight Time] * SVR:USPTO-EFXRF-6/26 * DN18:2738300 * CSID:202 404 7380 ' DURATION (mm-ss):08-*8 



*08/29/05 MON 12:04 FAX 202 404 7380 



NRL CODE 1008.2 PATENTS 



@]025 



Application No. 10/817.416 
Attorney's Docket No. NC 95.855 

Page 22 

Mattison does not disclose this feature, and asserts that it would have been obvious to 
eliminate the filter and amplifier of Mattison for cost savings. 

Mattison includes two amplifiers (12A and 16A), one filter (54), and an attenuator 
(14 A) between the input splitter 52 and a mixer 20 A, and includes two amplifiers (12B and 
16B), one filter (58), and an attenuator (14B) between the input splitter 52 and a mixer 20B. 
In Mattison's low frequency channel, Mattison indicates that the signal is amplified ,f /o a 
suitable lever by amplifier 12A, attenuated by attenuator 14A to reduce noise components, 
and again amplified to the restore the level of the RF signal, and explains that the filter 54 
removes undesired frequency components above the first prescribed frequency band. Nothing 
in Oto suggests that the amplifiers and filters could be removed. Mattison also includes an 
amplifier (1 , 2) arranged before the mixers (4, 5), and states that more amplifiers can be used 
(col. 1 , lines 60-66). Thus, the motivation to make the proposed modification of removing 
the amplifiers 12 A, 16A, 12B, and 16B cannot be found in either Oto or Mattison. 

With respect to Claims 23-27, the Office Action acknowledges that neither Oto nor 
Mattison disclose the intermediate and output frequencies claimed. One of the requirements 
of prima facie obviousness of a claimed invention is that all the claim limitations must be 
taught or suggested by the prior art. In re Royka, 490 F.2d 98 1 , 1 80 USPQ 580 (CCPA 1974). 
Since all the claimed features are not taught or suggested by Oto or Mattison, a prima facie 
case of obviousness has not been made. 

Independent claims 30 and 31 and claim 50 are believed to be allowable for at least 
the same reasons that Claim 1 is allowable. 
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Moreover, it is noted that the Office Action has not addressed the Claim 30 feature 
that the output frequency of the third mixer is lower than the first and the second intermediate 
frequencies. To the extent that the Office Action points to the Oto demodulator 60 as 
corresponding to the claimed third mixer, Oto does not disclose that the signal output from 
the demodulator 60 is lower than the frequencies of the signal exiting the mixers 20A and 
20B. Nor does the Office Action address the claim 30 features of "at least one filter arranged 
to bandpass the signal produced by the first mixer, the first mixer folding any interfering 
frequencies produced by the first mixer outside the bandwidth of the filter' 1 ; and "at least one 
filter arranged to bandpass filter the signal produced by the second fest mixer, the fost 
second mixer folding any interfering frequencies produced by the second mixer outside the 
bandwidth of the filter". It is respectfully submitted that neither Oto nor Mattison disclose 
these claimed features. 

The Office Action at page 7 sets forth a rejection of Claim 20 under 35 U.S.C. § 
103(a) based on a hypothetical combination of Oto, Mattison, and U.S. Patent No. 6,029,054 
(Lemley). The Office Action indicates that Lemley discloses the feature that the first 
intermediate frequency is greater than an upper limit of the frequency band, and the second 
intermediate frequency is lower than a lower limit of the upper frequency band. The Office 
Action asserts that one of ordinary skill in the art would have been motivated to modify the 
Oto system to include this feature "to narrow the variable frequency range of the LO signal, 
for simplifying the LO design". Applicants respectfully note that the LO signal in Oto has a 
range of 900 - 2100 MHz (0.9 to 2.1 GHz), while Lemleys Figure 2 shows a LO range of 
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9.35 to 1 8.2 GHz, a range that is more than 6 times greater than the LO range of Oto. As the 
proposed modification would not narrow the frequency range of Oto's LO signal, the 
purported motivation to make the proposed modification cannot be found in Lemley. For at 
least this reason, a prima facie case of obviousness has not been established for claim 20. 

Independent Claim 32, and dependent claims 33-49 and 54 are believed to be 
allowable for at least the same reasons that Claim 20 is allowable. 

The remaining dependent claims are believed to be allowable for at least the same 
reasons that the independent claims are allowable, and have not been addressed further at this 
time. 

New Claims 

New claims 55-59 are provided to set forth additional features for examination. No 
new matter has been added. 
Conclusion 

As all claims are believed to be in condition for allowance, an early indication of the 
allowability of the application is respectfully requested. 

Should any questions arise regarding this Amendment or the application in general, 
the Examiner is cordially invited to contact the undersigned at the telephone number listed 
below. 

Respectfully Submitted, 

JoJtJL (kijuudiM 

Sally A. Perrett 

(202) 404-1 55 1 Registration No. 46,325 

August g% 2005 
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